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DETAILED ACTION 
Priority 

Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 119(a)-(d). The certified copy has been filed in parent Application No. 10 2004 
001 457.4, filed on 01/08/04. However, no English translation was provided. 
An action on the merits is described below for claims 1-7. 

Claim Objections 

Claims 3-4 are objected because of the following informalities: (1) in claim 3, the 
article "the" should be placed before the word "inert solvent" in the phrase " wherein 3- 
dimethylaminopropanol or n-butyl glycol is used as inert solvent"; and (2) in claim 4, the 
article "the" should be placed before "alkali metal hydroxide" in the phrase "wherein 
sodium hydroxide, potassium hydroxide, sodium carbonate or potassium carbonate are 
used as alkali metal hydroxide or alkali metal carbonate. 

Claim Rejections - 35 USC §112 (2"'' Paragraph) 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 1-7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. In claim 1, applicant recites the following: "which can 
still comprise one or two additional nitrogen atoms or an additional oxygen or sulfur 
atom". Applicant fails to distinctly clarify what particular part of the molecule that the 
limitation is making reference to. As it currently appears in the claim, there is no clear 
distinction to whether this limitation applies to the benzene ring or the heterocyclic ring 
attached to it. 

Claim 7 is rejected because it recites the limitation "the process according to". 
There is insufficient antecedent basis for this limitation in the claim. 

Claims 2-6 are rejected because they are dependent upon rejected base claim 1 . 

Thus, claims 1-7 are rejected for indefiniteness by USC § 112, 2"^ paragraph for 
failing to clearly point out the claim limitations. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brach et al. (J. Heterocyclic Chem.) in view of Rintelman (U.S. Patent 2485168) and 
Paidi et al. (JP 2003040892 A) 
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Instant claims 1-7 recites a process for preparing metal-free phthalocyanines of 
formula I. 

Brach et aL discloses a process for preparing metal-free phthalocyanines. 
Furthermore, Brach et al. teaches that these metal-free phthalocyanines can be 
prepared by heating a phthalonitrile and ammonia in an inert organic solvent (see pg 
1404, first paragraph). Representative phthalonitriles used in this process were 
unsubstituted and substituted. However, Brach et aL does not teach this process using 
an alkali metal carbonate or hydroxide. Additionally, 5 or 6 membered saturated 
heterocycles attached to the phthalocyanine ring are not specifically disclosed in this 
document. 

Rintelman discloses a process for preparing metal-free phthalocyanines. 
Rintelman furthermore teaches that metal-free phthalocyanines can be prepared in a 
similar manner as above with unsubstituted and substituted phthalonitriles; but with the 
addition of potassium carbonate, (see col. 2, lines 35-37). 

Paidi et aL teaches ruthenium phthalocyanines. Furthermore, Paidi et aL 
teaches ruthenium phthalocyanines that contain 6-membered heterocycles (see below 
and page 6, equation 4), their preparation, and derivatives. 
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Therefore, it would be obvious for one of ordinary skill in the art at the time 
the invention was made to modify the process described by Brach et aL, and add 
potassium carbonate to the reaction mixture and afford a process for the preparation of 
substituted metal-free phthalocyanines. The above synthetic processes by Brach et aL 
and Rintelman were mentioned to be amenable to both unsubstituted and substituted 



phthalonitriles, however the inventors were not motivated at the time to synthesize 
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compounds containing 5 or 6 membered saturated heterocycles. In addition, tine unique 
feature claimed by applicant (wherein a 5 or 6 membered saturated heterocycle is 
attached to the phthalocyanine ring) is not necessarily novel as evidenced by JP 
2003040892 A. Therefore, one would be motivated at the time the invention was made 
to develop a synthetic route to phthalocyanines possessing 5 or 6 membered saturated 
heterocycles. Thus applicant's claims are obvious and therefore rejected under 35 
U.S.C. 103. 



Conclusion 

Claims 1-7 are pending. Claims 1-7 are rejected. No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRIAN MCDOWELL whose telephone number is 
(571)270-5755. The examiner can normally be reached on Monday-Thursday 7:30- 
5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Nolan can be reached on 571-272-0847. The fax phone number for 
the organization where this a Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 

BEM 

/Patrick J. Nolan/ 

Supervisory Patent Examiner, Art Unit 4161 



